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The present Appeal from Oder has been
preferred against the order dated 5th Novenber, 2007
bel ow Notice of Mdtion exhs. 6 and 7 in Gvil Suit no.
2175 of 2007 passed by the Judge, Cty Cvil Court,
Court no. 6, Ahnedabad, whereby the Notice of Motion
filed by the present appellants (original plaintiffs)
was rejected and therefore, the appellants (original
plaintiffs) have preferred the present Appeal from
O der.

FACTS

2. RANGOLI is a registered trademark of the
petitioner (plaintiff), whereas the defendant is using
predom nantly word RANG LI for sale of sanme product
viz. Essence stick. The present appellants have
instituted Gvil Suit No.2175 of 2007 for infringenent
of copyright, infringement of trade nmark and for
passing off and to restrain the present respondents
(original defendants) from printing, publishing and
using the |label RANG LI and/or any other |abel which
is identical and/ or deceptively simlar to the
plaintiffs' RANGOLlI Agarbatti (Essence stick) |abel.
Def endants are apparently using words 'SAl RANG LI,
but a word 'SAI' is having different colour and
small er size than eye-catching and predom nant word
"RANG LI'. And size and colour of word 'RANGLI' and
"RANGCLI' (trade mark of the plaintiffs) are very nuch
simlar, difficult to be distinguished by a nman of
aver age intelligence or a man of I mper f ect

recol | ecti on.
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2. 1. It is also stated by the appellants (original
plaintiffs) that their trade nmark RANGOLI was

registered in the vear 1990 and the sane has been

extended or renewed fromtine to tine.

2. 2. The original defendants are trying to pass
off the goods Agarbattis (Essence sticks) by
maki ng/using simlarly deceptive trade mark. The | abel
used by the defendants is RANG LI. The plaintiffs have
exclusive right to use the |abel RANGOLI and the word
RANG LI is deceptively simlar looking to the | abel
used by the original defendants. Both the words
RANGOLI and RANG LI are of simlar colour, size-w se,

also there is simlarity, in words RANGOI| and RANG LI
and apparently custoners will not be able to nake a
difference between to packets of RANGOLI and RANG LI
Agarbatti (Essence stick).

2. 3. Few years before, the original defendants
were also wusing the said l|abel of +the original
plaintiffs RANGOLI. Therefore, a crimnal conplaint
was filed. A panchnama was drawn and as per the said
panchnana, t he def endant s wer e manuf act uri ng
Agarbattis with an outer |abel of RANGLI, but when
t he said packets were opened, fromthe said packet, 10
or 12 small packets of RANGOLI agarbattis were found.
Thus, ostensibly, they were using the word RANG LI on
a wapper of a bigger packet, but, inside the said
bi gger packet, there were small packets of Agarbatti
havi ng | abel of RANGOLI agarbatti. RANGOLI is a trade
mark of the original plaintiffs. Utimtely, the



AQ 414/ 2007 4] 24 JUDGVENT

def endant s stopped using | abel RANGOLI.

2. 4. Now, def endant s started usi ng nodi fi ed
version of Trademark of plaintiffs, which is bone of
contention between the parties. Looking to the present
| abel used by the original def endant s, it is
deceptively simlar to the trade mark and |abel used
by the plaintiffs. The original packets have been
presented before this Court. Looking to the col our and
the size of the words RANGOLI and RANG LI, they are
very much simlar to each other. Therefore, the civi

suit has been instituted for passing off action as

wel |l as for infringenent of trademark and copyright.

ARGUMENTS:

3. It is contended by the |earned advocate for
the appellants (original plaintiffs) t hat t he
plaintiffs are having a registered trade mark RANGCLI
in English, Hndi, in label, in box label. They are
manuf acturi ng Agarbattis (Essence sticks) in the nane
and style of RANGOLI since the year 1978. They have
adopted trade mark RANGOLI in respect of their product
since 1984. The said trade mark is registered in the
year 1990 and it has been renewed/ extended from tine
to tinme. The original defendants are using |abel SAl
RANG LI. Looking to the |abel wused by the original
defendants, it is visually and phonetically simlar
and deceptive and, therefore, the sanme is an act of
passing off as well as breach of trade mark and
copyri ght. It is further submtted by the |earned
advocate for the appellants that if one or nore of the

essential features of the label is used by others,
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there is an infringenent of the trade mark. In the
facts of the present case, it is submtted by the
| earned advocate for the appellants that the word
RANGCOLI is an essential feature of the |abel used by
the original plaintiffs. They have also given their
figures of sale of all these Agarbattis. They ran into
| acs of rupees. The original defendants have started
manuf acturing of RANG LI Agarbattis and | ooking to the
H ndi version of RANGOLI in Devnagri script and
| ooking to the Hi ndi version of the word RANG LI used
by the original defendants, the |abel used by the
defendants is deceptively simlar, phonetically as
well as visually. It is also submtted by the |earned
advocate for the appellants that on earlier occasion
also, a crimnal conplaint was filed against the
defendants as they were using the trade mark of the
original plaintiffs. A panchnama was al so drawn at the
rel evant tine, by the police at the site of
manuf acturing of the original defendants and it was
found that bi gger size packets of Agarbattis
manuf act ured by the defendants, though they were using
the label RANGLI Agarbatti and when bigger size
packets were opened, there were small size of packets
of RANGCLI agarbattis. Thus, the defendants were using
the trade mark of the plaintiffs. Because of the
crimnal conplaint, ultimately this practice of using
trade mark RANGOLI was stopped by the origina
def endant s. It is also submtted by the |earned
advocate for the appellants that whenever there is a
prima facie case in favour of the original defendants,
in a trade mark case, stay ought to be granted by the

trial court because infringenent of trade mark causes
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irreparable loss to the original plaintiffs which
cannot be conpensated in terns of noney. The | earned
advocate for the appellants (original plaintiffs) have
relied upon the foll ow ng deci sions:

(1) AIR 1953, SC 357

(2) AIR 1965 SC 980

(3) AIR 1970 SC, 1649

(4) AIR 1960 SC 142

(5) AIR 1963 SC 449

(6) AIR 1970 SC 146

(7) (2001) 5 sccC 73

(8) (2006) 8 SCC 726

(9) (2007) 6 ScCC 1

(10) (1997)1 sSCC 99

(11) (2004) 3 ScCC 90

(12) AR 1998 Quj. 247

From the above judgnents, he has pointed out that
whenever the defendants are wusing one or nore
essential features of the trade mark or | abel, there
is an infringenent of trade mark. The | earned advocate
for the appellants has taken this Court to fine

niceties, distinction between action of passing and
action of infringenent and submtted that in the facts

of the present case, passing off action can be
considered at the tinme of final hearing of the suit.
But so far as infringenent is concerned, stay ought to
have been granted by the trial court looking to
deceptively simlar trade mark being used by the
ori gi nal defendants, and therefore, the inpugned order
deserves to be quashed and set aside and the stay as
prayed for is the Notice of Mdtion exhs. 6 and 7 may
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be granted.

3. 1. It is vehenently submtted by the |earned
advocat e for t he respondent s t hat phonet i cal
simlarity has never been averred in the whole suit.
In fact, the defendants' |abel and the trade mark of
the original plaintiffs are quite different from each
other. They are visually not simlar and neither
phonetically they are simlar. It is also submtted by
the |earned advocate for the respondents (original
defendants) that they are using the words SAl RANG LI
since 2002. The colour conbination and the use of
words SAl are quite distinct visually and phonetically
fromthe trade mark of the original plaintiffs. This
aspect of the matter has been correctly appreciated by
the trial court while dismssing the Notice of Mbtion
preferred by the original plaintiffs and so this Court
may not interfere with the inpugned order passed by
the trial court. It is also submtted by the | earned
advocate for the respondents that earlier usage of
word RANGCLI by the defendants cannot be considered in
the present suit. Today, the defendants are not using
the word RANGOLI for the marketing and selling of
Agarbattis (Essence sticks). The |earned advocate for
the respondents has also relied upon the follow ng
deci si ons:

(1) AIR 1996 HP 70

(2) 2003(26) PTC 145( Mad)

(3) AIR 1977 Madras 105

(4) AR 1967 Madras 186

(5 AR 1965 Cal cutta 417



AQ 414/ 2007 8/ 24 JUDGVENT

and pointed out that in fact, there is no simlarity
between the trade mark of the original plaintiffs and
the mark used by the defendants. Nonetheless, it is
fairly submtted by the I|earned advocate for the
respondents that they are ready and willing to change
the colour of their |abel and the size of the word SAl
can be increased so as to match with the words and
size of the words RANG LI alongwith colour of the word
RANG LI. Thus, there shall be a word of eleven
letters in Hndi and in different colours, viz. 'SA
RANG LI " .

4. Havi ng heard the |earned advocates for both
the sides and looking to the facts and circunstances
of the case, the inpugned order passed by the trial
court is hereby quashed and set aside mainly for the
followi ng facts and reasons:

(1) It prima facie appears fromthe facts of the
case that the present appellants (original plaintiffs)
have instituted Cvil Suit no. 2175 of 2007 in the
Cty Gvil Court for passing off action as well as for
I nfringenent of trade mark and of copyright. There is
a registered trade mark in favour of the original
plaintiffs, namely RANGOLI in English, Hndi, in |abel
and in box | abel since 1990 which has been
extended/renewed from tinme to time for the State of
Quj ar at .

(1) It also prinma facie appears |looking to the
packets of the RANGOLI agarbattis and SAl RANG LI
Agarbattis that predom nant words RANGOLI and RANG LI
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are visually, structurally and phonetically simlar in
nature. Both the packets have been presented before
this Court.

(rit) Looking to the trade mark of the original
plaintiffs and looking to the label which the
plaintiffs are using, the word RANGOLI is an essenti al
feature and predom nant part. This essential feature
and predom nant part of the |abel nanely word RANGOLI
is an eye catching so far as custonmer is concerned.

This eye catching, apparent and therefore, predom nant

part or essential feature of the |abel or predom nant

part of the trade mark with practically no change has

been used by the defendants as RANG LI. Both col our as
well as size of the words RANGOLI and RANG LI are
deceptively simlar. Even style of witing of these

two words is deceptively simlar for a man of

inperfect recollection and of an average intelligence.

(i1v) Whenever there is an action of infringenent,
it ought to be kept in mnd that surrounding of the
| abel , packing size, price, general get up, difference
i n physi cal appearance are not to be seen, neaning
t hereby that the col our conbination of the |abel m ght
have been slightly varied or changed. But the word
RANGCOLI has been used or deceptively simlar word has
been used by the defendants or by other party, even
wth different colour conbination of surroundi ng,

there is an infringenent of trade nark. Wiereas in the

action of passing off, surrounding of the |[abel,
difference in physical appear ance, variation in

col our, general get up are to be seen. This difference
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between infringenent case and passing off case has
not been properly appreciated by the trial court.
There is a vast difference between action of passing
off and action of infringenent of trade mark. In the
facts of the present case, prima facie, there is an
i nfringenent of the trade mark registered in favour of
the original plaintiffs by the defendants. It has been
observed in para 11 of the inpugned order as under:

"11. Thus, prima facie, the |abel of plaintiffs
and | abel of defendants are totally different
and distinct phonetically as well as visually.
Even the works printed on the packets of the
defendants are different and distinct from that
of the plaintiffs. Even the mark used by the
plaintiffs and t he def endant s are not
deceptively simlar or identical or so nearly
resenble and likely to deceive or cause
confusion in the course of trade."

Thus, as per para 11 of the inpugned order, trial
court has held that |abel used by plaintiffs and

defendants are different and printing work is also
different. This conparison by the trial court of [|abel
Is an error, apparent on the face of the record.
There is also an allegation of infringenment of
trademark. Trial court has equated essential of
passing off action with essential of infringenent
action. Simlarity of |abel (like colour-conbination
price etc.) can be seen to check whether there is
passing off, whereas, if registered trade mark word or
deceptively simlar word is used by another with any
col our conbination, there wll be infringenent of
Tr adenar k.



AQ 414/ 2007 11/ 24 JUDGVENT

(v) D stinction between action of passing off and

action for infringenent, has been held by the Hon'ble

Supreme Court in the case of Kaviraj Pandit Durga Dutt

Sharma vs. Navaratna Pharmaceutical Laboratories

reported in AIR 1965 SC, 980, especially in paragraph

28 thereof as under:

"28: The other ground of objection that the
findings are inconsistent really proceeds on
an _error in appreciating the basic differences
between the causes of action and right to
relief in suits for passing off and for
infringenent of a registered trade mark and in
equating the essentials of a passing off
action with those in respect of an action
conplaining of an infringenent of a registered
trade mark. W have already pointed out the
suit by the respondent conplained both of an
i nvasion of a statutory right under section 21
in respect of a registered trade mark and al so
of a passing off by the use of the sane mark.
The finding in favour of the appellant to
which the |earned counsel drew our attention
was based upon dissimlarity of the packing in
which the goods of the two parties were
vended, the difference in the physical
appearance of the two packets by reason of the
variation in their colour and other features
and their general get up together with the
ci rcunstances that the nane and address of the
manuf actory of the appellant was prom nently
di splayed on his packets and these features
were all set out for negativing the
respondent's claim that the appellant had
passed off his goods as those of the
respondents. These matters which are of the
essence of the cause of action for relief on
the ground of passing off play but a limted
role in an action for infringenent of a
regi stered trade mark by the registered trade
mark by the registered proprietor who has a
statutory right to that nmark and who has a
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statutory renedy in the event of the use by
anot her  of that mark or a colourable
imtation thereof. Wile an action for passing
off is a Conmon Law renmedy being in substance
an action for deceit, that is, a passing off
by a person of his own goods as those of
another, that is not the gist of an action for
i nfringenent. The action for infringenent is a
statutory renmedy conferred on the registered
proprietor of a registered trade mark for the
vindi cation of "the exclusive right to the use
of the trade mark in relation to those goods"”
(Mide S.21 of the Act). The use by the
def endant of the trade nmark of the plaintiff
is not essential in an action for passing off,
but is the sine qua non in the case of an
action for infringenent. No doubt, where the
evidence in respect of passing off consists
nerely of the colourable use of a registered
trade nark, the essential features of both the
actions mght coincide in the sense that what
would be a colourable imtation of a trade
mark, in a passing off action would also be
such an action for infringenent of the sane
trade mark. But there the correspondence
between the two ceases. In an action for
infringenent, the plaintiff nust, do doubt,
make out that the use of the defendant's mark
is likely to deceive, but where the simlarity
between the plaintiff's and the defendant's
mark is so close either visually, phonetically
or otherwise and the court reaches the
conclusion that there is in imtation, no
further evidence is required to establish that
the plaintiff's rights are violated. Expressed
in another way, if the essential features of
the trade mark of the plaintiffs have been
adopted by the defendant, the fact that the
get-up, packing and other witing or marks on
t he goods or on the packets in which he offers
hi s goods for sale show nmarked differences, or
indicate clearly a trade original different
fromthat of the registered proprietor of the
mark would be immterial; whereas in the case
of passing off, the defendant may escape
liability if he can show that the added natter
is sufficient to distinguish his goods from
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those of the plaintiff."

From the aforesaid judgnment, the difference between
action of passing off and infringenent of a registered
trade mark has been nmade clear. In no uncertain terns,
it has been decided by the Hon' ble Suprene Court that
use of the trade mark of the plaintiff by the
defendants is not essential in an action for passing
off, but, is the sine qua non in the case of action

for infringenent. Thus, in the facts of the present

case, it is submtted by the |earned advocate for the
respondents (original defendants) that their colour
conbi nati on for surroundi ng IS di fferent and
apparently two labels of the plaintiffs as well as of

the defendants are not simlar. This argunent may be
good, for defending passing off action, but so far as
action for infringenment is concerned, the trial court
ought to have considered whether apparent, eye-
catching and predom nant word RANG LI used by the
defendants, is deceptively simlar to the word RANGOLI
which is registered trademark of the plaintiffs. This
aspect of the matter has not been at all appreciated
by the trial court. Looking to the packet of SAl
RANG LI Agarbatti used by the defendants, an essenti al
feature of trade mark of the plaintiffs has been used
by the defendants. The col our and the size of the word
RANG LI is simlar to that of word RANGOLI. The words
SAl RANG LI the defendants are using, but in fact, the
word SAl is a different word witten slightly at
di stance fromthe word RANG LI having different col our
and having snaller size. Thus, the defendants are

usi ng phonetically and visually simlar mark with that
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of registered tradenmark of the original plaintiffs and

t herefore, prinma facie, t he plaintiffs have

est abl i shed their case i n their f avour f or

infri ngement of the trade nark.

(vi) It is also held by the Hon'ble Suprene Court
in the case of Rustom and Honrby Ltd. vs. Zamindara
Engineering Co. reported in AIR 1970, SC, 1619,

especially in paragraphs 4 and 5 as under:

"4, The di stinction bet ween an
infringenent action and a passing off
action is inportant. Apart from the
question as to the nature of trade mark
the issue in an infringenent action is
quite different from the issue in a
passing off action. In a passing off
action the issue is as follows:

“"I's the defendant selling goods so narked
as to be designed or calculated to |ead
purchasers to believe that they are the
plaintiff's goods ?"

5. But in an infringenent action the
issue is as foll ows:

“"I's the defendant using a mark which is
the sanme as or which is a colourable
imtation of the plaintiff's registered
trade mark ?"

It very often happens that although the
defendant is not using the trade nmark of
the plaintiff, the get up of the
def endant's goods may be so nuch like the
plaintiff's that a clear case of passing.
off would be proved. It is on the
contrary conceivable that although the_
defendant may be using the plaintiff's
mark the get up of the defendant's goods
may be so different from the get up of
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the plaintiff's goods and the prices also
may be so different that there would be
no probability of deception of the
public. Nevertheless, in an action on the
trade mark, that is to say, in an
infringenent action, an injunction would
issue as soon as it is proved that the
def endant i s i nproperly usi ng t he
plaintiff's mark."
(Enphasi s suppl i ed)

Thus, from the aforesaid judgnent, again distinction
has been namde clear about infringenent action and
passing off action and which question ought to be
addressed as a test, has also been pointed out in no
uncertain ternms. In the facts of the present case, if
the question is asked "is the defendant using mark

which sane as or which is a colourable imtation of

the plaintiff's registered nmark, prim facie, |ooking

to the manner in which word "RANG LI'" is used, of
simlar in colour, size and script with registered
Trademark of the plaintiffs 'RANGOLI', there is

overall structural and phonetic simlarity and there

Is simlarity of idea and the answer of the aforesaid

guestion is in the affirmative. If this answer is

prima facie in affirnmative, then the stay as prayed

for ought to have been granted by the trial court. The

af oresai d aspect of the matter i.e. difference between
I nfringenent action and passing off action has not

been appreciated by the trial court.

(vitl) It has been held by the Hon' bl e Suprene Court
in the case of Corn Products Refining Co. vs Shangrila
Food Products Ltd., reported in AIR 1960 SC, 142,
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especially in paragraphs 17 and 18 as under:

"17. W think that the view taken by
Desai, J is right. It is well known that

the question whether the two nmarks are,

likely to give rise to confusion or not is
a question of first inpression. It is for
the court to decide that question. English
cases proceeding on the English way of
pronounci ng an English word by Englishnen,
which it may be stated is not always the
sane may not be of nuch assistance in our
country in deciding question of phonetic
simlarity. It cannot be overlooked that
the word is an English word which to the
mass of the Indian people is a foreign
word. It is well recognised that in
deciding a question of simlarity between
two marks, the narks have to be consi dered
as a whole. So considered, we are inclined
to agree with Desai, J that the marks with
which this case is concerned are simlar.
Apart from the syllable "co in the
appellant's mark, the two marks are
identical. That syllable is not in our
opi ni on such as would enable the buyers in
our country to distinguish the one mark
fromthe other.

18. W also agree with Desai, J that
the idea of the two marks is the sanme. The
mar ks convey the ideas of glucose and life
gi ving properties or vi tam ns. The
Aquamati c case (harry Reynol ds VS.
Laffeaty's Ld) 1958 RPC 887 is a recent
case where the test of the commonness of
the idea between two marks was applied in
deciding the question of simlarity
between them Again, in deciding the

question of simlarity between the two

marks we have to approach it from the
point of view of a mnman of average

intelligence and of I nmper f ect

recollection. To such a nman the overall

structural and phonetic simlarity and the.
simlarity of the idea in the two marks is
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reasonably likely to cause a confusion
bet ween t hem "

(Enphasi s suppl i ed)

Thus, fromthe aforesaid judgnent, is is clear whether
the trade narks are likely to create confusion or not
is question of first inpression. It is for the Court
to decide that question. Looking to the simlarity
bet ween marks used by the plaintiffs and the original
defendants, they are likely to create confusion at
first inpression. The manner in which mark RANGOL|l is

witten which is a trade nmark of the original

plaintiffs which is a Hndi version in Devnagri

script, is overall structurally (colour, size, |ength,

breath and scriptw se) and phonetically simlar to the
mar k RANG LI used by the original defendants. The

person who is going to purchase Agarbatti (essence

stick) wll be prinma facie deceived by the mark used

by the defendants. Thus, from the view point of the

consuner, of an inperfect recollection and of an

average intelligence, there wll be a confusion, if

the defendants are allowed to use the mark RANG LI
which is visually, structurally and phonetically nuch
simlar to the trade mark RANGOLI used by the original
plaintiffs.

(viii) The Ilearned counsel for the respondents
submtted that there is a delay in preferring G vi

Suit. In fact, the respondents (original defendants)
are using the words SAIl RANG LI for their | abel or for
sale of Agarbatti since 2002. The suit is instituted
in the year 2007 and therefore, the stay has rightly
not been granted by the trial court. This contention
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Is not accepted by this Court for the reason that if
there is infringenent of trade mark, prima facie,
| ooking to the facts and circunstances of the case,
delay is no bar for institution of a suit and for

grant of stay. It has been held by the Hon'ble Suprene
Court in the case of Midas Hygiene Industries P Ltd.

and another vs. Sudhir Bhatia and others, reported in
(2004) 3SCC,90 , in para 5 as under:

"5. The law on the subject is well settled

In cases of infringenent either of trade
mark or of copyright, normally an injunction
must follow. Mere delay in bringing action
Is not sufficient to defeat grant of
Injunction in such cases. The grant of
injunction also becones necessary if it
prima facie appears that the adoption of the
mark was itself dishonest.

(Enphasi s suppl i ed)

Thus, normally, an injunction nust follow in case of
I nfri ngenment of trade nark, when prima facie

established. Mere delay in bringing action isS not

sufficient to defeat the grant of injunction in such

cases.

(i x) It is also contended by the |earned counsel
for the respondents that others are using the word
RANGOLI for selling of their Agarbattis and no action
has been initiated by the present appellants (original
plaintiffs). This contention is also not accepted by
this Court. The defendants cannot say that they shoul d
be prosecuted lastly in point of tine. If others are
using trade mark, the plaintiffs can institute a suit

agai nst the person who has commtted breach of trade
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mark. It has been held by the Delhi H gh Court in the

case of Madhuban Holiday Inn vs. Holiday Inn Inc.
reported in 2003(1) Recent Arbitration jJudgments 28

(Delhi), in para 37 as under:

" 37. In reply to the other subm ssions of

the appellants that so nmany other people are
using the trade nane "Holiday Inn", M.Chaw a
cited a Division Bench judgenent of this
Court in Jagan Nath Prem Nath vs. Bhartiya
Dhoop Karyal aya, AIR 1975 Delhi 149. In this
case the Court held that the nere fact that

the other manufacturers had the nunerals in
guestion in their trademarks does not furnish
a sufficient ground to discharge the interim
I njunction because of Section 28(3). In |aw,

even though the appellant mght not be in a_
position to enforce any right against the_
other registered holders of the tradenarks
using the nunerals of 555 yet against every.
third person (including the respondent) who_
was not a registered holder of the tradenmark
he was entitled to enforce his rights as_
regi stered hol der of the trademark.

(Enphasi s suppl i ed)

Thus, even if the plaintiff is unable to institute a
civil suit against other persons, who are using trade
mark, suit for infringenment of trade mark can be filed
by the plaintiffs against defendants if the defendant
Is infringing the trade mark of the plaintiff.

(x) Previously al so, original defendants were using

exactly the simlar mark RANGOLl which is a reqistered

trade mark of the original plaintiffs. A crimnal case

was instituted by the original plaintiffs, where the
police had drawn a panchnama of factory prem ses of
defendants, in pursuance of the investigation to be
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carried out in the said case. The said panchnama is
the part and parcel of the trial court's record.
Looking to the said panchnama, it appears that the
original defendants were using bigger packets which
cont ai ned one dozen small packets of Agarbatti. On the
outer cover of the bigger size packet, they were using
the word SAI RANG LI, whereas upon opening of the said
bi gger packet, police found out that there were 12
smal | size packets. They all were RANGOLlI Agarbattis.

Thus, the defendants were apparently using on outer

side of the cover the word SAI RANG LI, whereas inside

therein, there were 12 packets of Agarbattis of

RANGOLI. RANGOLI is a trade mark of the origina
plaintiffs. These facts have been recorded in the
panchnama made on 2nd October, 2003 by the Police
| nspector, Naranpura police station, in connection
wth the offence registered with Naranpura police
station bearing C. No. [11/3295 of 2003 for the
of fences under section 19 of the Trade Marks Act, as
well as for the offences punishable under sections
103, 104 and 105 of the Trade Marks Act as well as for
the of fence under Copy Rights Act. It is submtted by
the | earned counsel for the original defendants that
t hey have now st opped using the mark RANGOLI for | abel
and selling of their Agarbattis (essence sticks).

(xi) Both the | earned counsels have argued at
|l ength, their <case and cited several judgnents.
However, all of themare not referred by this Court in
this judgnment, so as to lessen the burden of this
judgnent. The aforesaid judgnents are sufficient to
arrive at a conclusion of Notice of Motion. This Court
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Is not going much in the details of facts and fine
nicety of evidence. Suffice it to say that the mark
RANG LI used by the defendants is structurally and
phonetically simlar, appar ent, eye-catching and
predomnant and <carrying simlarity of idea and
deceptively simlar wth the registered trade mark of

the original plaintiffs. In the first instance,
confusion will be created in the m nd of the consuner
(of aver age I ntelligence and of | mper f ect
recollection) who are purchasing Agarbatti. Thus,
there is a prima facie case, in favour of the

plaintiffs, balance of convenience is also in their
favour and irreparable loss wll be caused, if the
stay is not granted to the plaintiffs.

(xii) In view of these facts, prima facie, there is
an infringenent of the trade mark. So far as action of
passing off is concerned, the suit is already pending
and this Court is not going nuch in detail. As stated
her ei nabove, the action for passing or and the action
for infringenment are absolutely different. The tests
are different. In detail, guidelines have been franed
I n judicial pronouncenents to arrive at a prinma facie
conclusion as to the passing of action and
I nfringenent action. This aspect of the matter has not

been appreciated by the trial court.

(xiiti) It is contended by the | earned counsel for the
respondents that phonetical simlarity has never been
alleged in the whole plaint by the plaintiffs and
therefore, the said argunent cannot be canvassed
before this Court. This contention is not accepted by
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this Court, mainly for the reason that |ooking to
paragraphs 6,13 and 16 of the plaint, there are
averments to the effect of the word RANGOLI
registration of trade mark is a word per se and al so
| abel of RANGCOLI Essence sticks. | para-13 of the
plaint, it has been referred as under:

"13. The plaintiffs submt that by using
the said RANGOLI Agarbatti [|abel, the
def endants have infringed the plaintiffs'
registered |abel registered under no.
549966 and registered trademark RANGOLI
word per se registered under no. 531471B,
531472B and 531473B registered in C ass-3
and therefore, the defendants are liable
for infringenent of above registered
trade mark."
Over and above these avernents in the plaint, it has
al so been observed by the trial court in para-11 of
t he i npugned order as under:
"Thus, prima facie, the |abel of the plaintiffs and
the label of the defendants are totally different and

di stinct phonetically as well as visually."

Thus, phonetical simlarity was alleged and it has
been decided by the trial court and therefore, the
contention raised by the original defendants that
phonetical simlarity cannot be argued by the present
appel lants before this Court is not accepted. On the
contrary, injunction ought to have been granted,
| ooking to the mark RANG LI, which is structurally and
phonetically simlar to registered Tradenrk of
plaintiffs Vi z. " RANGCLI ' . Mar k "RANG LI IS
deceptively simlar to registered Trademark RANGOLI. A
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man  of | mper f ect recollection and of aver age
intelligence will be deceived by mark used by the

def endant s.

5. As a cunul ative effect of the aforesaid facts,
reasons and judicial pronouncenents, this Appeal from
O der is allowed. The order dated 5th Novenber, 2007
bel ow Notice of Mdtion exhs. 6 and 7 in Cvil Suit
no. 2175 of 2007 passed by the learned Judge, Gty
Cvil Court, Court no. 6, Ahnedabad is hereby quashed
and set aside. The respondents (original defendants),
their servants, agent s, deal ers, di stri butors,
stockists, publishers and oprinters are hereby
restrained from using any |abel, packing materials,
advertisenent materials, the mark RANGA LI, on and
after a period of eight weeks fromtoday. Appeal From
Order is allowed. Guvil Application No. 14502 of 2007

st ands di sposed of.

6. The Ilearned counsel for the respondents
(original defendants) pray for stay of operation of
this judgnment, which is opposed by |earned counsel for
the petitioner (original plaintiff). Looking to the
aforesaid facts, reasons and judicial pronouncenents,
stay against operation of this judgenment 1is not
granted. Trail is expedited, so as to conplete the
same, as early as possible and practicable, preferably
on or before 30th August,2008. Trial Court shall
decide the case, on the basis of evidence and w thout
being influenced by observations nade in the order
bel ow Notice of notion Exh-6 and 7 in suit as well as
wi t hout being influenced by order in this Appeal from
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Or der.

(D.N. Patel , J)
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