* IN THE HIGH COURT OF DELHI

+ CO0. 15/1996

% Date of decision : 27.09.2005
M/s A.C. Footwear Co. & Anr. ... Petitioners

through : Mr. Alok Shukla, Advocate.
- VERSUS -

M/s Deiem {India) Pvt. Ltd. & Anr. Respondents
through : Nong

CORAM:

HON'BLE MR. JUSTICE SANJAY KISHAN KAUL

1.Whether the Reporters of local papers may be allowed

to see the judgment? Yoy

2.To be referred to Reporter ornot? 4y
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W
=

hether the judgment should be reported in the Digest? Y

IUSTICE SANIAY KISHAN KAUL (Oral)

*

o

1 The petitioner has filed this petition under Section 51A of

EREA S T T

1911 {hereinafter referred to as the "1911 Act')
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for cancellation of design No.166627 of respondent No. 1.

2. The respondents have entered appearance and have
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filed their written statement.
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2. However, the respondents were subsequently proceeded
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6. Before proceeding on the merits of the controver

-

stands repealed by the Design Act, 2000 (hereinafter referred to as
Act deals with repeals and
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savings and sub-section {4) provides that nothing contained in the
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with cancellation of registration is Section 19 of 2000 Act where

the ambit and scope has been expanded and additional grounds

)

have been added.

7. Learned counsel for the petitioner submits that a learned

Single judge of the Bombay High Court had the occasion to

]

consider the effect of this repeal provision of 2000 Act in Faber

(1)The Design Act, 1911 {2 of 1911) is hereby repealed.

e,
N
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2)Without prejudice to the provisions contained in the
General Clauses Act, 1897 (10 of 1837) with respect to
repeals, any notification, rule, order, requirement,
registration, certificate, notice, decision, determination,
direction, approval, authorisation, consent, application,
request or thmg made, issued, given or done under the
Designs act, 1911 (2 of 1911), shall, in force at the
commencement of this Act, continue to be in force and
have effect as if made, issued, given or done under the
corresponding provisions of this Act.

{3)The provisions of this act shall apply to all applications
for registration of designs pending at the
commencement of this Act and to any proce eding(

consequent thereon and to any régIStratlﬁﬁ granted in
pursuance thereof.

{4)Notw «fhctandnng any contained in this Act, an
proceeding pending in any court at the commencemen
of this Act may be continued in that court as if this Ac
has not been passed.
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withstanding anything contained in sub-section{2},
ate of expiration of the copyright in the designs
istered before the commencement of this Act shall,

-

was registered or the date immediately after the pericd
of five years for which the extension of the period of
copyright for a second period from the expiration of the
original period has been made.
8. It was held in the aforesaid judgment that as regards the
registration done under the Old Act, sub-section (2} of Section 48
of the 2000 Act lays down that the registration shall continue to be
in force and have the effect as if done under the corresponding

ions of the new Act. Thus the intention of the Parliament

Il other things done under the Old Act of 1911 can be

2
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continued to bhe in force and have effect as made under the
provisions of the new Act of 2000. The only exception made is
sub-section {4) of Section 48 which provides that any proceedings
pending in any Court at the commencement of the new Act may

be continued in that Court as if th

D

new Act has not been passed.
It was thus held that the intent of the Parliament was that the
scrutiny of the matter will take place under the new Act but the
nroceedings would continue under the Old Act with the object to

ensure that those proceedings are not terminated or have to start
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anew.
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Act which will govern the matter in question which is as under :

1=
e

“19 Cancellation of registration

1) Any person interested may present a pr-tut:en
or the canceliation of the regtstratnon of a design
t any time after the registration of the design, te
the Controller on any of the foilowing grounds,
amely -

B

=3

{a) that the design has been previously registered
in india; or

) that it has been published in India or in any
her country prior to the date of registration; or

{c) that the design is not a new or original design;

(2) An appea! shall lie from any order of the
Controiier under this section to the rhgh Court, and
the Contm!ler may at any f;mn refer any curh

decide anv peti tien S0 rnfnrred Y
It may also be relevant to note that in so far as present
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matter is concerned, really speaking it makes no difference

or the new Act and this would be apparent from the provisions of

Section 51A of 1911 Act which is as under :

(1) Any person interested may present

. S e L W

t a
for the canceilation of the registration of a design -

{a) at any time after the registration of the design,
to th High Court on any of the following grounds,
namely :-

t the design has heen previously
n india; or

has been published in India prior
a registration; or

e design is not 2 new or original
O
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{b) within one vear from the date of the
registration to the Controller on either of the
grounds specified in sub-clause (i) and (i} of
Clauses {a).

{2) An appeal shall lie from any order of the
Controiler under this section to the High Court, an
the Controller may at any time refer any such

LI L o
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13. In my considered view, what has to be seen is whether

—h

there was any earlier registration of design as alleged by the

o

petitioner. It may be noted that issues were framed on 22.11.2004

which are as under :.

“1. Whether Registered Design N0.166627 is liable

to be canceiled on the grounds stated in the
petition?
2. Relief,

The petitioner is claiming cancellation of the registration

of design N0.166627 on the dual grounds as mentioned above and
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it of evidence in support of the allegations
made in the petition. Thus the question to be considered would be
whether there is another design already registered which is

LY

identical to the design registered of petitioner. In this behalf,
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design of respond The design of M/s Phoenix Overseas is

valid from 2™ September, 1992 while that of defendant No.1 from

etitioner has produced the design of
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imited along with a copy of the certificate
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of registration. A comparison of the soles of the two designs
shows that they are practically identical. The grooves in the sole

PSS g 4 -~

are placed in the identical position and the pattern is also

S Losi LKLV v 3 29

15. In view of the aforesaid, it is apparent that the provisions

of Clause 2 of sub-section {1) of Section 19 of the 2000 Act, would

e M i e e e e

-t
{D
-
[y
=
>
<
]
=
[
-@.
~t
o
4
e
.
o
e
—_
1]
Q.
n
%
hl]
ot
lw]
3
Q
-
-t
-
]
=2
D
.
2
-

- -1

CO.No. 15/1996 Page No.8 of ¢

ul



ur

17. Th

M
]
]
o
o
o
3
0
3
3
»
N
2
in
I
o
N
3]
.
o
~h
53‘7,—
<
3
u
1~
3
{D
g
)}
3
D
W
~t
[w]

=R e

their own costs.
18. A copy of this order be forwarded to respondent No.2.
The new address of respondent No 2 is filed in Court and is taken

on recard.

M‘—-
September 27, 2005 SANJAY KISHAN KAUL, |.
mb
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